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DETAILED ACTION 
Election/Restriction 

1. Applicant's election without traverse of Group I, claims 1-19 in Paper No. 16 is 
acknowledged. Since there is no argument regarding the restriction requirement, the election is 
considered to be without traverse. 

Claim Objections 

2. Claims 6-7, 9, 12, 13-14, 16 and 18 are objected to under 37 CFR 1.75(c) as being in 
improper form because a multiple dependent claim from claims 1-5 or 1-6, 1-8 or 1-1 1 or 1-13 or 
7-12 or 2-15 or 1-17. See MPEP § 608.0 l(n). Accordingly, the claims 6-7,9, 12, 13-14, 16 and 
18 have not been further treated on the merits. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly daimmg the subject matter which the applicant regards as his invention. 

4. Claims 1-5, 8, 10-1 1, 15,17, and 19 are rejected under 35 U.S.C. 1 12, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 



Application/Control Number: 09/889,379 Page 3 

Art Unit: 1637 



a. Claims 1 -5, 8, 1 0- 1 1 , 1 5 and 1 7 are vague and indefinite because there are no active steps 
in the method to describe how to detect or identify an action of a chemical species A to a 
substance containing DNA or RNA. 

b. Claims 2-5 and 19 are vague and indefinite because of the language "assaying a state of 
the substance containing DNA or RNA" in claims 2 and 19. It is unclear what is the definition of 
"a state". Clarification is required. 

c. Claims 1 -5, 8, 1 0- 1 1 , 1 5 and 1 7 are vague and indefinite because it is unclear whether or 
not the phrase "a chemical species A" in claims 1 and 2 is the same as the chemical structure A 
in the formula (I). Clarification is required. 

d. Claims 1 -5, 8, 1 0- 1 1 , 1 5 and 1 7 are vague and indefinite because the phrase "recognize" 
in claims 1 and 3-4 is unclear whether or not the phrase means that the chemical species has 
physical contact with a base sequence of DNA. Clarification is required. 

e. Claim 3 is vague and indefinite because the claim language "recognize a difference of the 
base sequence of DNA or RNA of the substance containing DNA or RNA and the substance 
containing DNA or RNA which is introduced into each well is the same substances" is unclear 
what it is meant. 

f Claims 1-5 and 19 are vague and indefinite because it is unclear how the language "non- 
natural bases" is defined. Does it meant that the bases are synthetic bases? Clarification is 
required. 
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g. Claims 17 is vague and indefinite because of the language "detecting survival or death of 
the substance is coloring or the substance". It is unclear what is meant by "substance". 
Clarification is required. 



Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use 
or on sale m this country, more than one year prior to the date of application for patent in the United States 

6. Claims 1-2, 4-5, 8, 10, and 15 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Lee et al. (5,273,991). 

Lee et al. disclose Imidazole-substituted oligopeptide derivatives which are conjugated to 
DNA alkylating agents. The compounds are useful as antitumor agents (See column 2, lines 58- 
61). Two, three or four imidazole groups are joined by carboxamido linkages (See column 4, 
lines 56-58), The compounds are capable of binding to the minor groove of double stranded 
DNA (See column 8, lines 63-67). The compound is used to inhibit the growth of various cancers 
(See column 9, lines 30-41). The invention is directed to a method of treatment of cancers (See 
column 9, lines 40-44). This teaching is inherent that there is the method for detecting or identify 
the action of the compounds. The cells are tumor cells (See column 23, lines 1-6). The 
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compounds aliquots were added to the plate wells (See column 23, lines 7-12). Thus the 
teachings of Lee et al. anticipate the limitations of claims 1-2, 4-5, 8, 10, and 15. 



Claim Rejections - 35 USC §103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

kATwTI^T ? inV6nti0n iS n0t identiC3lly disCl0Sed ° r described as set forth in 

section 02 of th s title, if the differences between the subject matter sought to be patented and the prior art are 

such that he subject matter as a whole would have been obvious at the time the invention was made to a perTon 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by he 
manner in which the invention was made. "cgauvcu D y me 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(f) or (g) prior art under 35 U.S.C. 103(a). 
8. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lee et al. 
(5,273,991). 

The teachings of Lee et al. are set forth in section 6 above and Lee et al. do not disclose a 
kit containing the compound for performing the method. However, it would have been prima 
facie obvious to construct a kit with the reagents needed for perform a method because it was 
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well known the art at the time of instant invention to construct the kit for the convenience of 
performing the method. 

9. Any inquiries concerning this communication or earlier communications from the 
examiner should be directed to Joyce Tung whose telephone number is (703) 305-71 12. The 
examiner can normally be reached on Monday-Friday from 8:00 AM-4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Benzion can be reached at (703) 308-1 1 19 on Monday-Friday from 10:00 AM- 
6:00 PM. 

Any inquiries of a general nature or relating to the status of this application should be 
directed to the Chemical/Matrix receptionist whose telephone number is (703) 308-0196. 
10. Papers related to this application may be submitted to Group 1600 by facsimile 
transmission. Papers should be faxed to Art Unit 1637 via the PTO Fax Center located in Crystal 
Mall 1 using (703) 305-3014 or 308-4242. The faxing of such papers must conform with the 
notice published in the Official Gazette, 1096 OG 30 (November 15, 1989). 
Joyce Tung 

Ja^iry 10^2003 
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